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DearSir: , t. a onftt olease consider the 

following remarks. 

REMARKS 

peptides. 

The Pending Claim u ^ding, of which claims 3, 5-8, 

,0-16 and 67-77 are directed to cancer 7g . 85 „ diiecte d to immunogens 

compnsing«hecanccrpepddes,an<lclaans28,29a„d7 

comprising the cancer peptides. 
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The Final Office AcUon Bremen, imposed in Paper No. 20 and 

The Office has mamtarned the « remain ftom 

a „eges t ha« claims 10-16 are drawn * <"^£~*~ »f claims 3, 5-8, and 26 under 
Uer consideration. The Office also mam*,* ^ &i . USA 94 : 
35 U.S.C. § 102 for aUegedly being ****** *> O- * » • ^ 67 . g6 mder 35 
191 4-19,sa997). ^^^^X'^^'scription. Reconsideration of the 

(pa^ofPaperNo^). The Office <u*er contend, ft* App . 

consideration. However, as a« of Ae fl^er 
CectedspeciesSEQIDNO 4 clatms^O- ^ t „ claims 74 . 77 , such that i, is 
consideration. In fact, ^ S °' 4 4 '^ 15ftomprosecu Uon when clahns 74-77 rematnm 
impropertowithdrawclatmsl0,14,ana U also would be improper to 

plcution. Furthermore, Cairn .3 "^^^ m pros ec»tion. Claim 16 
^thdraw claim 13 from prosecutron « of SEQ ID NO: 4 

should also remain in prosecution smoe rt* ^ ^ claims 69 and 

similarly ,0 Cairn 3. In ™ also consider claims !0-.6. Therefore 

,4.77, it would * *° ° fflM "* ^ " ^ 

Applicants request that claims 1U 10 

°f the RejeCti0H T d ^l^Z 2 ^s 3, 5-8, 26, and 27 under Section 
The Office has mamtarned *e rejec on ^ ^ ^ ^ ^ 

102(a) as allegedly anticipated by Chen et ^ ^ esgentially 

(19 97). Specifically, the Office alleges that b«u» ^ ±e 

ot-li-P^^I^^^^^^mNa^ Thisrejectionis 
full-length amino acid sequence of NY ESU-i/ 
traversed for the reasons set forth below. 
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The Office alleges that the transitional phrase "consisting essentially of 1 is the same 
as "comprising" and, since Chen et al. discloses SEQ ID NO: 4, the present invention is 
anticipated by Chen et al. However, the use of "consisting essentially of 1 is known to not 
have the same meaning as that of the term "comprising." See the Manual of Patent 
Examining Procedure (M.P.E.P.) at Section 21 1 1 .03. Furthermore, the specification defines 
the term "cancer peptides" at, for instance, page 9, lines 2-3. Specifically, it states that 
"'[c]ancer peptides' as the term is used herein, encompasses any epitope or fragment of cancer 
or tumor protein, which acts as a tumor antigen." In the instant case, NY ESO-l/CAG-3 is 
the cancer or tumor protein of which the present inventive cancer peptides are fragments or 
epitopes. Moreover, since the specification discloses numerous cancer peptides at, for 
example, Table 7 on page 50, all of which consist of no more than 15 amino acids, it is clear 
to one of ordinary skill in the art that the present invention does not read on the full-length 
sequence of SEQ ID NO: 4, which, by contrast, is 180 amino acids in length. Therefore, 
Chen et al., which discloses only the full-length sequence of SEQ ID NO: 4 and not the 
specific regions of SEQ ID NO: 4 that are subject of the present patent application, does not 
disclose the present inventive cancer peptides. 

In view of the foregoing, the present inventive peptides are not anticipated by Chen et 
al. Therefore, Applicants request that the rejection of claims 3, 5-8, 26, and 27 under Section 
102(a) be withdrawn. 

Discussion of Rejection under 35 U.S.C. § 112, first paragraph written description 

The Office has rejected claims 3, 5-8, 26, 28, 29, and 67-86 under Section 1 12, first 
paragraph, as allegedly lacking written description. Specifically, the Office contends that the 
specification does not communicate that the instant invention is a peptide consisting 
essentially of amino acids 55-62 of SEQ ID NO: 4 and concludes that this is new matter. 
This rejection is traversed for the reasons set forth below. 

The present inventive cancer peptides are disclosed in the originally-filed 
specification at, for instance, Table 7 on page 50. In the Amendment and Response to Office 
Action filed on November 6, 2002, the claims were amended to demonstrate to the Office 
that all of the present inventive cancer peptides are unified by the fact that they are all 
structurally related to a single amino acid sequence, namely, SEQ ID NO: 4, which is the 
coding sequence of NY ESO-l/CAG-3. The cancer peptides, which are now described in 
terms of amino acid position numbers of SEQ ID NO: 4, consistent with the M.P.E.P. at 
Section 2423.03, are inherently supported by the originally-filed specification, since SEQ ID 
NO: 4 is found on page 9 and in Figures 3A-1 and 3A-2 and the position numbers used to 
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™>ntides correspond with the disclosed sequences found 
scribe the present — C ^^«i fi cation. The Office is reminded of 
ateachoftheseloca.onsw^ ^ '^^J^,^^^^^ 
the M.P.E.P. at Section 2163.07 (a), wmc according to a theory 

ot has an advantage, a patent apphcatton *^ ss ^ Ucation tater be 

advantage, even though it says nothtng exp ha, ~ « * ™ JP ^ 

matter, /n re Reynolds, 443 F.2d 384, < „ p ^ fact tiiat Applicants have 

,,7*. 178 USPQ 279 (CCFA 1973)." ^ » 1 ^c, to SEQ ID NO: 4, instead of 
chosen to data the peptides by ant.no ac by the specification and cannot be 
^r^TTS^ nt^JtitodsofdescHptio,— 
construed as new matter. The specmca inventive cancer peptide 

as^ai^^ 

consisting essentially of amino acids 55-62 of SEQ ID 

pending claims are not new matter. inve ntion is not new 

in view of the foregoing, Applicants submit , x% first 

matter andmeetsmewr^^^ 
paragraph. Therefore, Applicants request that the rejection 

Conclusion . , „mner form for allowance, and the 

Tte application is considered to be m good ^ ™ ^ opinion of ^ 

the Examiner is invited to call the undersigned attorney. 

nectfully submitted, 


arfcher /rceg- 35,243 
UlStvojT & MAYER, LTD. 
A _ PrudStlal Plaza, Suite 4900 
180 North Stetson 
Chicago, Illinois 60601-6780 
(312)616-5600 (telephone) 
(312) 616-5700 (facsimile) 


Date: May 5, 2003 
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CERTIFICATE OF MAILING 


I hereby certify that this RESPONSE TO FINAL OFFICE ACTION (along with any 
documents referred to as being attached or enclosed) is being deposited with the United 
States Postal Service on the date shown below with sufficient postage as first class mail in an 
envelope addressed to: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 


Date: May 5, 2003 
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Filed: June 13, 2000 ^ i f ^'^r' M [ I "° ° , 

For: NOVEL HUMAN C^&lfflififKNTiGEN NY ESO-1/CAG-3 AND GENE ENCODING THE SAME 



Mail Stop AF 



Commissioner for Patents 


P.O. Box 1450 fa 

Alexandria, VA 22313-1450 / >w '1/7^ 

Transmitted herewith is a Response to Final Office Action in the subject application. //?/ 


□ Applicants claim small entity status of this application under 37 CFR 1 .27. 
Petition for Extension of Time 

□ Applicants petition for a one-month extension of time under 37 CFR 1.136, the fee for which is $110.00 
(enclosed). 

^ Applicants believe that no petition for an extension of time is necessary. However, to the extent that such 
petition is deemed necessary, Applicants hereby petition for a sufficient extension of time to render the 
present submission timely. Please charge Deposit Account No. 12-1216 for the appropriate petition fee. 

No additional claim fee is required. 

□ Other: 


The claim fee has been calculated as shown below: 









:g:AMENDMENTi^| 


?|glNUMBERrf y 

IllixfllJll 

igp^siwSi 


illlllill 

SISf|ireii§ 

iMopif^l. 

Total 

35 

Minus 

66 

=0 

x9= 

$ 

x 18= 

$0.00 

Independent 

2 

Minus 

16 

=0 

x42= 

$ 

x84= 

$0.00 

□ First Presentation of Multiple Claim 

+ 140= 

$ 

+ 280= 

$ 



$ 

•:;TOJAL^ f: 

$0.00 


□ Please charge my Deposit Account No. 12-1216 in the amount of $ .A duplicate copy of this sheet is 
attached. 


□ A check in the amount of $ is attached. 

^ The Commissioner is hereby authorized to charge any deficiencies in the following fees associated with this 
communication or credit any overpayment to Deposit Account No. 12-1216. A duplicate copy of this sheet is 
attached. 

^ Any filing fees under 37 CFR 1.16 for the presentation of extra claims. 
^ Any patent application processing fees under 37 CFR 1.17. 


Leydig, Voit & Mayer, Ltd. 
Two Prudential Plaza, Suite 4900 
180 North Stetson 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 


Resefckrt 



:ed, 

YER, LTD. 


Reg. No. 35,243 


Amendment or ROA Transmittal (Revised 5/1/03) 


